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DETAILED ACTION 
Response to Arguments 

1 . Claims 1 - 20 are pending in this office action. 

2. Applicants argue: 

(a) "Schmitz does not appear to teach or suggest a step or storing at least one of a 
plurality of parameters, that define a program for a programmable logic device, in a non- 
programming field of a file suitable for programming the programmable logic device" 
(Page 10, Para 1). 

(b) "The Office Action has failed to establish prima facie obviousness for lack of 
evidence of storage medium" (Page 10, Para 2). 

(c ) Schmitz does not appear to teach or suggest a step of bracketing a non- 
programming field of a file with a pair of delimiters" (Page 12, Para 1). 

Regarding the arguments (a) and (c): applicants' arguments are moot in view of the 
new ground(s) of rejection with USPN 5,396,505. 

Regarding the argument (b): a prima facie case of obviousness is established 
when the teachings from the prior art itself would appear to have suggested the claimed 
subject matter to a person of ordinary skill in the art. Once such a case is established, it 
is incumbent upon appellant to go forward with objective evidence of unobviousness. In 
re Fielder. 471 F.2d 640, 176 USPQ 300 (CCPA 1973). 
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The examiner recognizes that obviousness can only be established by combining 
or modifying the teachings of the prior art to produce the claimed invention where there 
is some teaching, suggestion, or motivation to do so found either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

The recitation "storage medium" has not been given patentable weight because 
the recitation occurs in the preamble. A preamble is generally not accorded any 
patentable weight where it merely recites the purpose of a process or the intended use 
of a structure, and where the body of the claim does not depend on the preamble for 
completeness but, instead, the process steps or structural limitations are able to stand 
alone. See In re H/rao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 
1 87 F.2d 1 50, 1 52, 88 USPQ 478, 481 (CCPA 1 951 ). 

Schmitz teaches a physical database, which is used to store information 
characterizing the selected programmable logic device (see column 35, lines 35 - 44) 
and Schultz teaches storage of clock frequency in memory (see column 21 , lines 21 - 
17); In this case, the combination of Schmitz and Schultz fairly suggest applicants 
claimed invention. 



3. Applicant's arguments with respect to claims 1 
moot in view of the new ground(s) of rejection. 



- 20 have been considered but are 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 



5. Claims 1, 5, 8- 11, 15, and 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent 5,128,871 issued to Nicholas A. Schmitz (hereinafter 
"Schmitz") in view of U.S. Patent 5,396,505 issued to Jon C. Freeman et al 
(hereinafter "Freeman"). 



Regarding claim 1, Schmitz teaches a method of generating a file suitable for 
programming a programmable logic device, the method comprising the steps of: 
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(A) generating a programming item from a plurality of parameters that define a 
program for said programmable logic device (column 1 , lines 56 - 67 and column 6, 
lines 20-22); 

(B) storing said programming item in a programming field of said file in response 
to generating (column 6, lines 8 - 24); and 

Schmitz does not explicitly disclose non-programming field. 

Freeman discloses (C) storing at least one of said parameters in a non- 
programming field of said file (column 6, lines 44 - 67 and column 7, lines 23 - 32). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teaching of Freeman with the teaching of Schmitz 
wherein writing error checking signal are the parameters stored in non-programmable 
field. The motivation is that the error checking signal is used to check whether the data 
fields generated during a particular communication are allowed or forbidden by a 
communication protocol. 

Regarding claims 5 and 15, Freeman teaches the steps of: 

Generating an error detection item (column 1 , lines 48 - 54; Freeman discloses 

error checking signal as "error detection item"); and 

storing said error detection item in a second non-programming field of said file 

(column 6, lines 44 - 57 and column 7, lines 23 - 32). 
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Regarding claims 8 and 18, Schmitz teaches the step of storing an identification 
item configured to identify said programmable logic device in a second on-programming 
field of said file (column 2, lines 44 - 57). 

Regarding claims 9 and 19, Schmitz teaches the step of bracketing said 
non-programming field with a pair of delimiters (Fig.26; column 18, lines 26 - 31 and 
column 30, lines 9-13). 

Regarding claim 10, Schmitz teaches bracketing (column 30, lines 9-13) 

Schmitz does not explicitly teach non-programmable field. 

Freeman teaches generating an error detection item (column 1 , lines 48 - 54; 
Freeman discloses error checking signal as "error detection item"); 

storing said error detection item is a second non-programming field of said file 
(column 6, lines 44 - 57); 

storing another of said parameters in a third non-programming field of said file 
(column 7, Iine23 - 25 and column 8, lines 22 - 25); 

storing an identification item in a fourth non-programming field of said file (Fig.3; 
column 3, lines 30 - 44 and column 5, lines 5-8; "M" rows represents the number of 
data fields); and 

bracketing a combination of said non-programming field, said second non- 
programming field, said third non-programming field, and said fourth non-programming 
field with a pair of delimiters (column 3, lines 42 - 46). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teaching of Freeman with the teaching of Schmitz 
wherein bracketing combines the entries of second, third, and fourth of non- 
programmable fields. The motivation is that the bracketing specifies the required fields 
for processing. 

Claim 1 1 is essentially the same as claim 1 , except that it sets forth the claim 
invention as a storage medium for use in a computer to generate a file rather than a 
method of generating a file and therefore rejected for the same reason as applied herein 
above. 

Claim 20 is essentially the same as claim 1 , except that it sets forth the claim 
invention as a system rather than a method of generating a file and therefore rejected 
for the same reason as applied herein above. 

6. Claims 2, 3, 4, 6, 7, 12, 13, 14, 16 and 17 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Schmitz in view of Freeman and further in view of U.S. 
Patent 6,255,848 issued to David P. Schultz et al (hereinafter "Schultz"). 

Regarding claims 2 and 12, Schmitz and Freeman disclose the claimed subject 
matter as discussed in claims 1 and 1 1 respectively. Freeman discloses a non- 
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programmable field (column 7, lines 23 - 32). Schmitz or Freeman does not explicitly 
teach storing a frequency parameter. 

However, Schultz teaches storing is storing a frequency parameter in said 
non-programming field (see column 20, lines 36 - 67 and column 21, lines 1 - 6). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teaching of Schultz with the teaching of Schmitz 
and Freeman wherein control parameters and clock frequency are stored in several 
data structures in the main memory. The clock frequency is the frequency parameter. 
The motivation is that clock frequency determines the order of bit streams, which is very 
important in the effective operation of the programmable logic device. 

Regarding claims 3 and 13, Freeman teaches the step of second storing one of 
said parameters in a second non-programming field of said file (column 7, lines 23 - 
32) 

Regarding claims 4 and 14, Schmitz and Freeman disclose the claimed subject 
matter as discussed in claims 3 and 13 respectively. Freeman discloses a second non- 
programmable field (column 7, lines 23 - 36). Schmitz or Freeman does not explicitly 
teach storing a frequency parameter. 

However, Schultz teaches said second storing is storing a frequency parameter 
in said second non-programming field (see column 21, lines 2 - 6). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teaching of Schultz with the teaching of Schmitz 
and Freeman wherein control parameters and clock frequency are stored in several 
data structures in the main memory. The clock frequency is the frequency parameter. 
The motivation is that clock frequency determines the order of bit streams, which is very 
important in the effective operation of the programmable logic device. 

Regarding claims 6 and 16, Schultz teaches error detection item is a cyclic 
redundancy check checksum (see column 3, lines 31 - 40 and column 14, lines 11- 
16). 

Regarding claims 7 and 17, Schultz teaches cyclic redundancy check checksum 
is configured to detect a bit swap within said file (see column 14, lines 29 - 38). 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fred I. Ehichioya whose telephone number is 703-305- 
8039. The examiner can normally be reached on M - F 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John E. Breene can be reached on 703-305-9790. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Fred I. Ehichioya 
Examiner 
Art Unit 2172 
February 1 1 , 2004 




